REMARKS 

Overview of the Office Action 

Claims 1,3,5, 9, 12, 13, and 15-18 have been rejected under 35 U.S.C. §102(b) as being 
anticipated by U.S. Patent No. 6,066,861 ("Holm"). 

Claims 4 and 14 have been rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Hohn in view of U.S. Patent Pub No. 2005/0208789 ("Shirai"). 

Claims 6-8, 10, and 1 1 have been rejected under 35 U.S.C. §103(a) as being unpatentable 
over Hohn. 

Claim 19 has been rejected under 35 U.S.C. §103(a) as being unpatentable over Hohn in 
view of U.S. Patent No. 6,093,584 ("Fjelstad"). 

Status of the claims 

Claim 2 has been previously canceled. 
Claims 1 and 3-19 remain pending. 

Teleconference 

Applicants would like to thank the Examiner for the teleconference on Monday, January 
7, 2008. During the teleconference, Applicants' agent and the Examiner discussed the validity 
of Shirai as a prior art reference. The Examiner indicated that a certified translation of the 
priority document has not been received. However, as pointed out in the previous response and 
as discussed below, the 35 U.S.C. §371 filing date of the present application precedes Shirai's 
filing date. Thus, reliance on the filing date of the priority document is not required to remove 
the Shirai reference. 
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Applicants' agent and the Examiner also discussed several distinguishing features of 
Applicants' invention. In particular, the Examiner acknowledged that Hohn fails to teach or 
suggest leadframe that comprises a plastic film arranged on, and connected to, a metal foil, as 
recited in Applicants' invention. The Examiner also acknowledged that the electrical terminals 
(2, 3) of Hohn are not metal foil. However, the Examiner did not agree with Applicants that the 
electrical terminals (2, 3) of Hohn were not flexible. 

The Examiner requested that Applicants' again submit arguments describing the claimed 
features that are patentable over the cited references. 

Claims L 3, 5, 9, 12. 13 and 15-18 are allowable over Hohn under 35 U.S.C. §102(b) 
The Office Action states that Hohn teaches all of Applicants' recited elements. 
Applicants' disagree. 

Hohn fails to teach or suggest a surface-mountable miniature luminescent diode or 
photodiode "wherein the leadframe is formed by a flexible multi-layered sheet that comprises a 
metal foil and a plastic film, the plastic film being arranged on, and connected to, the metal foil", 
as recited in Applicants' independent claim 1, because Hohn fails to disclose (1) a flexible 
multilayered sheet and (2) a sheet having a metal foil and a plastic film. 

Hohn discloses a light-emitting semiconductor component. The semiconductor 
component includes a semiconductor body (1) that is secured by a back-side contact (1 1) to a 
first electrical terminal (2) by means of an electrically conductive joining means such as a metal 
solder or an adhesive. A front-side contact (12) is joined to a second electrical terminal (3) by 
means of a bond wire (14) (see Fig. 1; and col. 7, line 65 to col. 8, line 6 of Hohn). The free 
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surfaces of the semiconductor body (1) and portions of the electrical terminals (2) and (3) are 
enclosed directly by a hardened, wavelength-converting casting or potting composition (5). 
Hohn further discloses that the first and second electrical terminals (2, 3) are embedded in an 
opaque, and optionally prefabricated, basic housing (8) that has a recess (9) (see Fig. 3; and col. 
8, lines 35-39). The prefabricated housing (8) is already finished at the terminals (2, 3), for 
example, by means of injection molding , before the semiconductor body is mounted on the 
terminal (2) (col. 8, lines 40-43). The basic housing (8) is formed of opaque plastic, and in terms 
of its form the recess (9) is embodied as a reflector (17) for the radiation emitted by the 
semiconductor body in operation (the reflection optionally being achieved by means of suitable 
coating of the inside walls of the recess 9) (col. 8, lines 43-49). Such basic housings (8) are used 
in particular for LEDs that are surface-mounted on printed circuit boards. They are applied, 
before mounting of the semiconductor body, to a conductor strip (lead frame) that has the 
electrical terminals (2, 3), the application for instance being done by injection molding (see Fig. 
3, and col. 8, lines 49-54). 

In response to Applicants' previous arguments, the Examiner maintains that the housing 
(8) of Hohn is a plastic film, and that the housing (8) has a layer portion (8) underneath layers (2) 
and (3), which is/are a metal foil. However, the combination of the layer portion (8) and layers 
(2) and (3) of Hohn fails to disclose a "flexible multi-layered sheet", as recited in independent 
claim 1. 

Although the housing (8) disclosed by Hohn may be made of plastic, it is not a plastic 
film . In particular, as described above (and in col. 8, lines 36-54 of Hohn), Hohn discloses that 
the housing (8) is a prefabricated housing applied to the leadframe by injection molding . A 
person skilled in the art would not consider a prefabricated housing made by injection molding 
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as a "plastic film". The housing (8) of Hohn has a recess (9) with oblique sidewalls that form a 
reflector (17) for the chip. Therefore, the housing (8) is clearly not a plastic film , as recited in 
Applicants' independent claim 1 . 

Further, as previously described above, element (8) is a solid injection molded housing. 
The elements (2, 3) are solid electrical terminals that are embedded in the solid injection molded 
housing (8). The "layer"(8) (as interpreted by the Examiner) underneath the electrical terminals 
(2, 3) shown in Fig. 3 of Hohn is not a film, as recited in Applicants' claims. The portion of the 
device of Hohn referred to by the Examiner is simply part of the entire injection molded housing 
(8) that encloses part of the electrical terminals (2, 3), and is not a separate layer. Thus, Hohn 
also fails to teach or suggest that housing (8) or any part of the housing (8) is a plastic film 
arranged on the metal foil, as recited in Applicants' independent claim 1 . 

The Examiner cites the electrical terminals (2, 3) of Hohn as being the multilayered sheet 
recited in Applicants' claims. The Examiner also asserts that Figure 3 of Hohn shows a 
multilayer sheet comprising layers (2, 3), and (8) (the "layer" below layers 2 and 3), where layers 
2 and 3 are flexible. However, the multilayered sheet of Hohn (i.e. the leadframe (2, 3) and the 
housing (8)) can not be considered to be "flexible multi-layered sheet that comprises a metal foil 
and a plastic film", as recited in Applicants' independent claim 1 . It would make no sense to 
assume that the injection-molded housing (8) of Hohn is flexible because the housing (8) has a 
three dimensional structure that forms a reflector (17). 

Therefore, Hohn clearly fails to disclose, teach or suggest a surface-mountable miniature 
luminescent diode or photodiode "wherein the leadframe is formed by a flexible multi-layered 
sheet that comprises a metal foil and a plastic film, the plastic film being arranged on, and 
connected to, the metal foil", as recited in Applicants' claim 1. 
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Claim 12 recites limitations similar to claim 1 and is, therefore, deemed to be patentably 
distinct over Hohn for at least those reasons discussed above with respect to independent claim 1 . 

In view of the foregoing, it is respectfully submitted that Hohn fails to teach or suggest 
the subject matter recited in Applicants' independent claims 1 and 12. Accordingly, claims 1 
and 12 are patentable over Hohn under 35 U.S.C. § 102(b). 

Dependent claims 

Claims 3, 5, 9, 13 and 15-18, which depend from independent claims 1 and 12, 
incorporate all of the limitations of the corresponding independent claim and are, therefore, 
deemed to be patentably distinct over Hohn for } at least those reasons discussed above with 
respect to independent claims 1 and 12. 

With respect to claim 3, the Examiner argues that the housing (8) of Hohn is adhesively 
bonded to the electrical terminals (2, 3). Applicants' submit that Hohn has been misinterpreted. 
As previously discussed, the housing (8) of Hohn is formed around the electrical terminals (2, 3) 
by injection molding . In other words, the electrical terminals (2, 3) are embedded in the housing 
(8). Thus, Hohn clearly does not teach or suggest that "the plastic film is adhesively bonded to 
the metal foil", as recited in Applicants' claim 3. 

Claim 5 depends from claim 4, which is not anticipated by Hohn. Therefore, the 102(b) 
rejection of claim 5 is improper. 

With respect to claim 13, the Examiner argues that Hohn discloses the method step of 
punching a metal foil. Hohn neither discloses that the electrical terminals (2, 3) are made from a 
metal foil nor does Hohn disclose that the foil is punched. Therefore, Hohn fails to teach or 
suggest the subject matter of Applicants' claim 13. 
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With respect to claim 15, the Examiner argues that Hohn discloses the method step of 
adhesive bonding a metal foil and a plastic film. Hohn teaches that the housing (8) is formed 
around the electrical terminals (2, 3) by injection molding. Therefore, Hohn fails to teach or 
suggest the subject matter of Applicants' claim 15. 

With respect to claim 17, the Examiner cites col. 10, lines 7-12 and col. 8, lines 49-54 of 
Hohn as teaching u in the encapsulating step, a runner is led through a plurality of chips arranged 
on the multi-layered sheet". The cited passages of Hohn fail to teach or suggest that in the 
encapsulation step a runner is led through a plurality of chips on the multi-layered sheet (i.e., that 
a plurality of chips is encapsulated in a single process step), as recited in Applicants' claim 17. 

With respect to claim 18, the Examiner argues that Fig. 3 of Hohn discloses that the chips 
are short-circuited and grounded during the step of mounting the semiconductor chip. However, 
nothing in Fig. 3 or the corresponding detailed description of Hohn supports the Examiner's 
argument. 
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Claims 4 and 14 are allowable over Hohn and Shirai under 35 U.S.C. § 103(a) 

The Office Action states that the combination of Hohn and Shirai teaches all of 
Applicants' recited elements. 

As pointed out to the Examiner in the teleconference of January 7, 2008, the 35 U.S.C. 
§371 filing date of the present application is June 4, 2003 . The effective filing date of Shirai is 
March 4, 2004 . Therefore, Applicants' invention antedates Shirai without reliance on the 
priority document. Thus Shirai is an improper reference and should be removed. 

Claims 6-8, 10, and 1 1 are allowable over Hohn under 35 U.S.C. § 103(a) 

The Office Action states that Hohn teaches all of Applicants' recited elements. 

As previously discussed, Hohn does not teach or suggest the subject matter recited in 
Applicants' independent claim 1. 

Claims 6-8, 10, and 11, which depend from independent claim 1, incorporate all of the 
limitations of independent claim 1 and are therefore deemed to be patentably distinct over Hohn 
for at least those reasons discussed above with respect to independent claim 1 . 

With respect to claim 8, the Examiner argues that it would be obvious to a person skilled 
in the art to use a plastic film with a thickness of only 80 |im or less in the device disclosed by 
Hohn. Applicants submit that it would not be obvious to one skilled in the art to use a plastic 
film with a thickness of only 80 jim or less in the device disclosed by Hohn because such a small 
thickness would not be enough to form the reflector (17) around the chip of Hohn. 
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The Office Action states that the combination of Hohn and Fjelstad teaches all of 
Applicants' recited elements. 

As previously discussed, Hohn does not teach or suggest the subject matter recited in 
Applicants' independent claim 12. 

Because Hohn does not teach or suggest the subject matter recited in independent claim 
12, and because Fjelstad does not teach or suggest the elements of claim 12 that Hohn is missing, 
the addition of Fjelstad to the reference combination does not remedy the non-obviousness of the 
claim. 

Claim 19, which depends from independent claim 12, incorporates all of the limitations 
of independent claim 12 and is therefore deemed to be patentably distinct over Hohn and Fjelstad 
for at least those reasons discussed above with respect to independent claim 12. 
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Conclusion 

In view of the foregoing, reconsideration and withdrawal of all rejections, and allowance 
of all pending claims is respectfully solicited. 

Should the Examiner have any comments, questions, suggestions, or objections, the 
Examiner is respectfully requested to telephone the undersigned in order to facilitate reaching a 
resolution of any outstanding issues. 

It is believed that no fees or charges are currently due. However, if any fees or charges are 
required at this time in connection with the application, they may be charged to our Patent and 
Trademark Office Deposit Account No. 03-2412. 



Respectfully submitted, 



COHEN PONTANI LIEBERMAN & PAVANE LLP 



By 



Alfred W. Fnfebrich 
Re^No. 38,887 
551 Fifth Avenue, Suite 1210 
New York, New York 10176 
(212) 687-2770 




Dated: January 9, 2008 
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